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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

New Image Global, Inc § Registration No. 5,530,554
Petitioner g
\2 g Cancellation No. 92/069,730
Blunt Wrap U.S.A., Inc. g
Registrant g Mark: DOUBLEXL

Reply Memorandum in Support of Registrant’s Motion to Suspend
Proceedings and Other Deadlines

NOW COMES Registrant, Blunt Wrap U.S.A., Inc., in Reply to Petitioner’s Opposition to
Registrant’s Motion to Suspend the current proceedings pending the outcome of related litigation
between the parties in federal district court in California.

L. All of the Issues Need Not Overlap for Suspension to Be Appropriate

Petitioner contends that it has raised fraud on the Trademark Office in the present
cancellation action, but that it did not raise fraud on the Trademark Office in the Civil Action. This
is true. However, it does not change the fact that Petitioner also alleged in the Civil Action that
confusion is likely to arise from Petitioner’s use of the mark in registration no. 4,057,940 and
Registrant’s use of its DOUBLEXL mark. Nor does it change the fact that in these proceedings,
Petitioner is seeking to cancel Registrant’s trademark registration no. 5,530,554 for the DOUBLEXL
mark based on an alleged likelihood of confusion with the mark in Petitioner’s ‘940 Registration..
In both the Civil Action and the present proceedings, Petitioner alleges a likelihood of confusion

conflict between the marks in Petitioner’s ‘940 Registration and Registrant’s ‘554 Registration. The



likelihood of confusion issues raised in the Civil Action have a bearing on the present proceedings,
regardless of what other issues might not overlap between the Civil Action and these proceedings.

The Civil Action does not have to be dispositive of the Board proceedings. They only need
to have a bearing on them. New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550,
1552 (TTAB 2011). The likelihood of confusion issues raised in the Civil Action undeniably have
a bearing on the present action. Accordingly, the Board should suspend this action pending the
resolution of the Civil Action.

IL. Registrant’s Motion to Dismiss or Transfer in the Civil Action Does Not Effect this
Motion to Suspend

Petitioner contends these proceedings should not be suspended because Registrant has filed
amotion to dismiss the Civil Action. Registrant first observes that it did not file a motion to dismiss;
Registrant filed a motion to dismiss or tran;sfer.

Registrant and Petitioner are parties to a license agreement. That Agreement is referenced
in Registrant’s Memorandum in Support of its Motion to Dismiss or Transfer, filed in the Civil
Action. See, Exhibit A to Petitioner’s November 26, 2018 Memorandum, at p. 25. The Agreement
includes a forum selection clause, which provides “all disputes under this Agreement will be
resolved by the United States District Court for the Eastern [District of Louisiana] Court, and the
parties all consent to the jurisdiction of such court . . . and hereby waive any jurisdictional and/or
venue defenses otherwise available to [them].” Id.

Petitioner did not file the Civil Action in the Eastern District of Louisiana. The Civil Action

was filed in federal court in Los Angeles. Thus, one possible outcome of Registrant’s motion in the



Civil Action is that the action is transferred to the Eastern District of Louisiana.! That outcome
would leave all of the issues to be litigated, albeit in a different court. However, the Civil Action
would continue, only the forum would change. Norwood v. Kirkpatrick, 349 U.S. 29,31, 75 S. Ct.
544, 546, 99 L. Ed. 789 (1955). Thus, a transfer would have no bearing on a suspension of these
proceedings.

A dismissal would be another matter. A dismissal would terminate the Civil Action.
Norwood, 75 S.Ct. at 546. Should the Civil Action be dismissed, the Parties would advise the Board,
and these proceedings could be resumed, per TBMP § 510.02(b), like any other matter that is
suspended pending the outcome of a civil action once the civil action is resolved.

Another potential outcome is that Registrant’s motion in the Civil Action could be denied
in its entirety. Registrant does not expect that to happen, but it could. If so, this matter should remain
suspended while the Civil Action is litigated to completion in California.

In sum, Registrant’s motion to dismiss or transfer does not effect whether the Board should
suspend this action. The outcome of that motion might warrant resumption of these proceedings, but
there is no reason not to suspend simply because there is a motion pending in the Civil Action. A
civil action without motions pending is a rare thing. The fact that there is one here is immaterial to
the present motion to suspend. A ruling on that motion would be another matter, but this action

should be suspended until a ruling is issued terminating the Civil Action.

41l Marine Const. Co. v. U.S. Dist. Court for W. Dist. of Texas, 571 U.S. 49, 63, 134 S.
Ct. 568, 581, 187 L. Ed. 2d 487 (2013)(*a valid forum-selection clause [should be] given
controlling weight in all but the most exceptional case”).



III.  Conclusion
Accordingly, the Board is respectfully urged to GRANT Registrant’s motion to suspend this
cancellation action pending the outcome of the civil litigation. The Board is also urged to suspend

any other deadlines in this matter, including the deadline to answer, while this motion is pending.
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